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DETAILED ACTION 

1 . The appeal brief filed on November 5, 2004 has been received. However, new 
grounds of rejection are necessitated due to newly discovered prior art including 
Nakahara, pn 6,834,573, and Japanese Publications 6-716 and 6-717. Rejections 
based on the newly cited reference(s) follow. Because the new grounds of rejection 
were NOT necessitated by applicant* s response, this Office action is being made non- 
final. 

Additionally, because prosecution has been re-opened, the amendment filed on 
October 6, 2003 has been entered. 

Claim Objections 

2. Claims 2-5, 7-9, 12-14, 23-26, 29-33. 37-40, 48 and 49 are objected to because 
of the following informalities: 

Claim 29 is still pending, however, it has not been included (or accounted for) in 
the list of claims submitted with the amendment filed on October 6, 2003. 

In claim 2, line 2, "comprise" should read -comprises--. 

In claim 12, line 8, "set of teeth" is inaccurate, and should read -set teeth-. 

In claim 30, line 2, "comprise" should read -comprises-. 

In claim 37, line 2, "comprise" should read -comprises-. 

In claim 48, lines 3-4, the recitation "on a side of the tooth facing a kerf wall" 
positively defines the invention in terms of the kerf wall which is not part of the claimed 
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invention, and it is suggested to cliange it to -on an outer side surface of the tooth-- or 
the like; in line 5, "acute" appears to be inaccurate, and it seenns that it should be 
changed to -obtuse- or the like. 

In claim 49, line 1 , the claim depends upon itself which is improper, and the claim 
has been interpreted as depending from claim 48; in lines 2-3. the recitation "with 
respect to a plane defined by a unset tooth" is not sufficiently clear as to how the recited 
angles are measured. 

Appropriate correction is required. 


Claim Rejections - 35 (JSC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

4. Claims 1-3, 5, 27-31 and 34-38 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Nakahara, pn 6,834,573. 

Regarding claims 1-3 and 5, Nakahara discloses a saw blade with every 


structural limitation of the claimed invention including: 
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a cutting edge defined by a plurality of teeth (e.g., 3, 5, 7), spaced relative to 
each other, and a back edge (e.g., see Fig. 1B) located on an opposite side of the band 
saw blade relative to the cutting edge, the plurality of teeth comprising a plurality of set 
teeth (e.g., 5, 7), each set tooth defining a tip (e.g., 13 (shown for tooth 3, but the. same 
for teeth 5, 7 according to the disclosure at, for example, col. 4, lines 62-65)), a bend 
plane (e.g., see Figs. 1C, 3), and a shelf (e.g., formed by 11, 21 (shown for tooth 3, but 
the same for teeth 5, 7 according to the disclosure at, for example, col. 4, lines 62-65)) 
located at least partially between the tip and the bend plane (e.g., see Fig. 3) for 
reducing saw dust passing to the kerf and accumulating on the band saw blade; 

[claim 2] wherein: 

each of the set teeth (e.g., 5, 7) comprise a relief surface (e.g., the surface to the 
left of 13) and a cutting surface (e.g., the surface between 13 and 21), the relief surface 
extending from one side of the tip in a direction opposite that of movement of the band 
saw blade and terminating at one end of an intermediate surface, and the cutting 
surface extending from another side of the tip; and 

the shelf comprises a shelf surface (e.g., 21) extending from the cutting surface 
and terminating at another end of the intermediate surface; 

[claim 3 (from 2)] wherein: 

each of the set teeth has a dimension (SI ) defined as the distance between the 
tip and the shelf of the respective tooth; 

each of the set teeth has a dimension (B) defined as the distance between the tip 
and the bend plane of the respective tooth; and 
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a tip of S1/B is within the range of approximately 0.25 to approximately 0.75 
(e.g., as shown in Fig. 3, Nakahara clearly teaches the recitation of "approximately 0.25" 
to one having ordinary skill in the art); 

[claim 5 (from 2)] wherein the shelf surface (e.g., 21 ) terminates in a shelf tip. 

Regarding claims 27-31, Nakahara discloses a saw blade with every structural 
limitation of the claimed invention including: 

a base having a back edge (e.g., see Fig. IB); 

a cutting edge defined by a plurality of teeth (e.g., 3, 5, 7) spaced relative to each 
other and being located on an opposite side of the band saw blade relative to the back 
edge, the plurality of teeth comprising a plurality of set teeth (e.g., 5, 7), each set tooth 
defining a tip (e.g., 13 (shown for tooth 3, but the same for teeth 5, 7 according to the 
disclosure at, for example, col. 4, lines 62-65)), a bend plane (e.g., see Figs. IB, 3), a 
dust gap (e.g., see Figs. 1C, 3) extending approximately between an outer lateral point 
of the tip and a lateral surface of the base, and means (e.g., e.g., formed by 1 1 , 21 
(shown for tooth 3, but the same for teeth 5, 7 according to the disclosure at, for 
example, col. 4, lines 62-65)) located between the tip of each set tooth and the bend 
plane (e.g., see Fig. 3) for reducing the quantity of dust passing through the dust gap 
and accumulating on the band saw blade; 

[claim 28] wherein the means for reducing the quantity of dust comprises at least 
one shelf (e.g., formed by 1 1 , 21 (shown for tooth 3, but the same for teeth 5. 7 
according to the disclosure at, for example, col. 4, lines 62-65)); ' 
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[claim 29 (from 28)] wherein tlie means for reducing the quantity of dust further 
comprises a relief portion (e.g., see Fig. 1C) extending from the tip of a set tooth at an 
acute angle to a transverse axis of the saw blade (e.g., if a transverse axis of the saw 
blade is taken to be the one that bisects the saw blade as shown in Fig. 1C (i.e., it 
extends vertically in Fig. 1C through the middle of the blade), then the sides of the teeth 
extend at an acute angle with respect to such an axis and can be considered relief 
portions)); 

[claim 30 (from 28)] wherein: 

each of the set teeth comprise a relief surface (e.g., the surface to the left of 13) 
and a cutting surface (e.g., the surface between 13 and 21), the relief surface extending 
from one side of the tip in a direction opposite that of movement of the band saw blade 
and terminating at one end of an intermediate surface, and the cutting surface 
extending from another side of the tip; and 

the shelf comprises a shelf surface (e.g., 21 ) extending from the cutting surface 
and terminating at another end of the intermediate surface; 

[claim 31 (from 30)] wherein: 

each of the set teeth has a dimension (SI ) defined as the distance between the 
tip and the shelf of the respective tooth; 

each of the set teeth has a dimension (B) defined as the distance between the tip 
and the bend plane of the respective tooth; and 
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a ratio of S1/B is within the range of approximately 0.25 to approximately 0.75 
(e.g., as shown in Fig. 3, Nakahara clearly teaches the recitation of "approximately 0.25" 
to one having ordinary sl<ill in the art); 

Regarding claims 34-38, Nakahara discloses a saw blade with every structural 
limitation of the claimed invention including: 

a base having a back edge (e.g., see Fig. 1B); 

a cutting edge defined by a plurality of teeth (e.g., 3, 5, 7) spaced relative to each 
other end being located on an opposite side of the band saw blade relative to the back 
edge, the plurality of teeth comprising a plurality of set teeth (e.g., 5, 7), each set tooth 
defining a tip (e.g., 1 3 for teeth 5, 7), a bend plane (e.g., see Figs. 1 B, 3), a dust gap 
dimension (e.g., see Figs. 1C, 3) extending approximately between an outer lateral 
point of the tip and a lateral surface of the base; and 

means (e.g., formed by 11 , 21 for teeth 5, 7) located at least partially between 
the tip and the bend plane for effectively reducing the dust gap dimension (e.g., see 
Fig. 3); 

[claim 35] wherein the means for effectively reducing the dust gap dimension 
comprise at last one shelf (e.g., formed by 1 1, 21 for teeth 5, 7); 

[claim 36 (from 35)] wherein the means for effectively reducing the dust gap 
dimension further comprises a relief portion (e.g., see Figs. 1C, 3) extending from the tip 
of the respective set tooth at an acute angle to a transverse axis of the saw blade (e.g., 
if a transverse axis of the saw blade is taken to be the one that bisects the saw blade as 
shown in Fig. 1C (i.e., it extends vertically in Fig. 1C through the middle of the blade). 
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then the sides of the teeth extend at an acute angle with respect to such an axis and 
can be considered relief portions)); 
[claim 37 (from 35)] wherein: 

each of the set teeth comprise a relief surface (e.g., the portion to the left of 13 
for teeth 5, 7) and a cutting surface (e.g., the portion between 13 and 21 for teeth 5, 7), 
the relief surface extending from one side of the tip in a direction opposite that of 
movement of the band saw blade and terminating at one end of an intermediate 
surface, and the cutting surface extending from another side of the tip; and 

the shelf comprises a shelf surface (e.g., 21 ) extending from the cutting surface 
and terminating at another end of the intermediate surface; 

[claim 38 (from 37)] wherein: 

each of the set teeth has a dimension (SI) defined as the distance between the 
tip and the shelf of the respective tooth; 

each of the set teeth has a dimension (B) defined as the distance between the tip 
and the bend plane of the respective tooth; and 

a ratio of S1/B is within the range of approximately 0.25 to approximately 0.75 
(e.g., as shown in Fig. 3, Nakahara clearly teaches the recitation of "approximately 0.25" 
to one having ordinary skill in the art). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the . 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject 

matter of the various claims was commonly owned at the time any inventions 

covered therein were made absent any evidence to the contrary. Applicant is 

advised of the obligation under 37 CFR 1 .56 to point out the inventor and 

invention dates of each claim that was not commonly owned at the time a later 

invention was made. in order for the examiner to consider the applicability of 35 

U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f)or (g) prior art under 35 

U.S.C. 103(a). 

6. Claims 4, 7-1 1, 21, 22, 25 and 26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nakahara, pn 6,834,573. 

Nakahara discloses a saw blade with almost every structural limitation of the 
claimed invention but lacks the specific ratios and dimensions set forth. However, these 
ratios and dimensions would be the mere discovery of the optimum or workable ranges 
within the general conditions of the prior art and therefore obvious to one having 
ordinary skill in the art. 
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7. Claims 23, 24, 32, 33, 39 and 40 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nakahara, pn 6,834,573 in view of Japanese Publication 6-716 
(hereafter JP 716). 

Nakahara discloses a saw blade with almost every structural limitation of the 
claimed invention but lacks: 

[claim 23 (from 3); claim 32 (from 31); claim 39 (from 38)] wherein: 

the plurality of set teeth each comprise a second shelf; 

each second shelf comprises a second shelf surface, and each second shelf 
defines a dimension (S2) extending between the tip of the respective tooth and the 
second shelf; 

[claim 24 (from 23); claim 33 (from 32); claim 40 (from 39)] wherein S2=(B+S1)/2 
and SI is within the range of between approximately .13 inch and approximately .16 
inch. 

Regarding claims 23, 32 and 39, such second shelf configurations are old and 
well known in the art and provide various well known benefits including facilitating the 
accommodation of various sizes of chips and chips formed from various types of 
materials. JP 716 discloses such a second shelf (e.g., see Fig. 6). Therefore, it would 
have been obvious to one having ordinary skill in the art to provide such a second shelf 
on the saw blade of Nakahara for the well known benefits including those described 
above. 

Regarding claims 24, 33 and 40, the combination of Nakahara and JP 716 
teaches a saw blade with almost every structural limitation of the claimed invention but 
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lacks the specific ratios and dimensions set forth. However, these ratios and dimensions 
would be the mere discovery of the optimum or workable ranges within the general 
conditions of the prior art and therefore obvious to one having ordinary skill in the art. 
8. Claims 48 and 49 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nakahara, pn 6,834,573 in view of Chapin, pn 2,637,355. 

Nakahara discloses a saw blade with almost every structural limitation of the 
claimed invention but lacks: 

[claim 48] wherein the means for reducing the quantity of dust passing through 
the duct gap and accumulating on the band saw blade includes a relief portion defining 
a substantially flat surface formed on an upper corner of a respective tooth on a side of 
the tooth facing a respective kerf wall, wherein the relief portion extends between the 
shelf and the tip of the respective tooth and is oriented at an acute angle with respect to 
a remaining portion of the respective side of the tooth for reducing an effective dust gap 
of the tooth; 

[claim 49 (from 48)] wherein the relief portion is oriented at an angle within the 
range of approximately 0° and approximately 2° with respect to a plane defined by an 
unset tooth. 

Regarding claim 48, such tooth configurations are old and well known in the art 
and provide various well known benefits including to improve the smoothness and the 
normality of the cut. Chapin discloses a saw with such a tooth configuration (e.g., see 
Figs. 3-7). Therefore, it would have been obvious to one having ordinary skill in the art 
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to provide sucli a tooth configuration on the saw blade of Nakahara for the well known 
benefits including those described above. 

Regarding claim 49, Nakahara teaches a saw blade with almost every structural 
limitation of the claimed invention but lacks the specific range of angles set forth. 
However, to provide this range would be the mere discovery of the optimum or workable 
ranges within the general conditions of the prior art and therefore obvious to one having 
ordinary skill in the art. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Clark F. Dexter whose telephone number is (571)272- 
4505. The examiner can normally be reached on Mondays, Tuesdays, Thursdays and 
Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supen/isor, Boyer D. Ashley can be reached on (571)272-4502. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Clark F. Dexter 
Primary Examiner 
Art Unit 3724 
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